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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Honda Motor Co., Ltd.

Granted to Date
of previous ex-
tension

04/30/2016

Address 1-1, 2-Chome, Minami-Aoyama, Minato-Ku
Tokyo, 107-8556
JAPAN

Attorney informa-
tion

Dyan Finguerra-DuCharme
Pryor Cashman LLP
7 Times Square
New York, NY 10036
UNITED STATES
dfinguerra-ducharme@pryorcashman.com, rklarberg@pryorcashman.com, jeis-
cheid@pryorcashman.com, tmdocketing@pryorcashman.com Phone:(212)
326-0443

Applicant Information

Application No 86774529 Publication date 03/01/2016

Opposition Filing
Date

05/02/2016 Opposition Peri-
od Ends

04/30/2016

Applicant Kiang, Yu Weng
Duta harapan Indah Blok N No.36,
Jakarta,, FL 34238
UNITED STATES

Goods/Services Affected by Opposition

Class 012. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Bicycle gears; Bicycle parts, namely,
handle bars; Bicycle pedals; Bicycle saddles; Bicycle tires; Bicycles; Cranks forcycles; Inner tubes for
bicycles; Rims for bicycle wheels

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-
ute

Trademark Act Section 2(a)

Marks Cited by Opposer as Basis for Opposition

http://estta.uspto.gov


U.S. Registration
No.

4275774 Application Date 06/20/2012

Registration Date 01/15/2013 Foreign Priority
Date

NONE

Word Mark NONE

Design Mark

Description of
Mark

The mark consists of a miscellaneous design.

Goods/Services Class 012. First use: First Use: 1990/08/23 First Use In Commerce: 1990/08/23

Automobiles and structural parts thereof

U.S. Registration
No.

2490387 Application Date 05/12/2000

Registration Date 09/18/2001 Foreign Priority
Date

NONE

Word Mark ACURA

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2000/02/00 First Use In Commerce: 2000/02/00

Providing information to automobile dealers on the subject of advertising

Class 038. First use: First Use: 2000/02/00 First Use In Commerce: 2000/02/00

Electronic transmission of data, namelyinformation to customers about product
history, technology, and comparison to competitor products; and sales and mar-
keting bulletins, press releases, and service information to sales, service, and
management staff

Class 041. First use: First Use: 2000/02/00 First Use In Commerce: 2000/02/00



Computer-based training classes in the field of automobile sales, service, and
management

U.S. Registration
No.

2875172 Application Date 05/12/2000

Registration Date 08/17/2004 Foreign Priority
Date

NONE

Word Mark ACURA

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2001/01/01 First Use In Commerce: 2001/01/01

[ Computer game cartridges, computer game cassettes, ] computer game discs,
computer game programs, computer game software, [ computer game tapes ]

Class 026. First use: First Use: 2000/12/01 First Use In Commerce: 2000/12/01

Belt buckles not of precious metal

Class 028. First use: First Use: 2001/01/03 First Use In Commerce: 2001/01/03

toy replicas of vehicles

U.S. Registration
No.

2646476 Application Date 05/12/2000

Registration Date 11/05/2002 Foreign Priority
Date

NONE

Word Mark ACURA

Design Mark

Description of
Mark

NONE

Goods/Services Class 018. First use: First Use: 2001/05/00 First Use In Commerce: 2001/05/00

Leather bags [, umbrellas ]

Class 025. First use: First Use: 2001/05/00 First Use In Commerce: 2001/05/00

Clothing, namely, t-shirts, shirts, hats, [ neckties,] caps [, and leather belts ]



U.S. Registration
No.

2675400 Application Date 05/12/2000

Registration Date 01/14/2003 Foreign Priority
Date

NONE

Word Mark ACURA

Design Mark

Description of
Mark

NONE

Goods/Services Class 018. First use: First Use: 2001/05/00 First Use In Commerce: 2001/05/00

[ Leather bags,] umbrellas

Class 025. First use: First Use: 2001/05/00 First Use In Commerce: 2001/05/00

Clothing, namely t-shirts, shirts, hats, [ neckties, ] caps [, and leather belts ]

U.S. Registration
No.

2514550 Application Date 05/12/2000

Registration Date 12/04/2001 Foreign Priority
Date

NONE

Word Mark ACURA

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2000/02/00 First Use In Commerce: 2000/02/00

business consultation provided to automobile dealers; providing consumer
product information via the Internet; providing dealership support information to
sales and management staff via the Internet,specifically, marketing bulletins and
press releases



Class 037. First use: First Use: 2000/02/00 First Use In Commerce: 2000/02/00

Providing dealership support information to service and management staff via
the Internet, specifically, service bulletins

Class 041. First use: First Use: 2000/02/00 First Use In Commerce: 2000/02/00

Computer-based training classes in the field of automobile sales, service, and
management
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /dyan finguerra-ducharme/

Name Dyan Finguerra-DuCharme

Date 05/02/2016



 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

In the Matter of Trademark Application Serial No. 86/774,529 

Mark:  

Filed: October 1, 2015 

__________________________________________x 

       : 

HONDA MOTOR CO., LTD.,  : 

       : Opposition No. 

   Opposer,   : 

       : NOTICE OF OPPOSITION 

 v.      : 

       : 

YU WENG KIANG,     : 

   Applicant.   : 

__________________________________________x 

 

Honda Motor Co., Ltd. (“Opposer”), a corporation organized and existing under the laws 

of Japan with a principal place of business at No. 1-1, 2-chome, Minami-Aoyama Minato-ku, 

Tokyo Japan 107-8556, believes that it will be damaged by the registration of the following mark 

shown in Application Serial No. 86/774,529 and hereby opposes the same: 

   

The grounds for Opposition are as follows: 

1. Opposer is a Japanese corporation and the world’s largest engine maker and one 

of the world’s leading auto manufacturers, which manufactures products that include 

automobiles and motorcycles.  American Honda Motor Co., Inc. (“AHM”) is a wholly-owned 

subsidiary of Opposer and the exclusive distributor of Honda and Acura-branded products, and 

the exclusive licensee of the ACURA trademarks, and all associated vehicle emblems, marks and 



 

1492771 v1 

18223.00334 2 

logos, within the United States.   Among the products Opposer sells within the United States are 

ACURA-branded automotive vehicles, which all prominently display the following design mark:   

 

2. Opposer has been continuously using the mark in connection with 

automobiles and structural parts, and related goods and services, since at least as early as August 

23, 1990 in the United States.  Opposer invests significant resources in the advertising and 

marketing of its goods sold under the  mark.  Opposer has also sold millions of vehicles 

bearing the  mark in the United States, and as such, the  mark serves to identify 

Opposer as the sole source of high-quality goods bearing the mark, and it has become 

internationally famous and a substantial commercial asset.  

3. Opposer is the owner of several United States trademark registrations, including, 

but not limited to, several registrations for marks that incorporate the  mark, as shown 

below: 

Trademark U.S. Reg. No. Goods/Services 

 

 

4,275,774 Class 12 automobiles and structural parts 

thereof (first use in commerce: August 23, 

1990) 

 

 

2,490,387 Class 35 providing information to 

automobile dealers on the subject of 

advertising; Class 38 electronic transmission 

of data, namely information to customers 

about product history, technology, and 

comparison to competitor products; and sales 



 

1492771 v1 

18223.00334 3 

and marketing bulletins, press releases, and 

service information to sales, service, and 

management staff; and Class 41 computer-

based training classes in the field of 

automobile sales, service and management 

 

 

2,875,172 Class 9 computer games and software; and 

Class 26 belt buckles not of precious metal 

and Class 28 toy replicas of vehicles 

 

 

2,646,476 Class 18 leather bags; and Class 25 clothing 

 

 

2,675,400 Class 18 umbrellas; and Class 25 clothing 

 

 

2,514,550 Class 35 business consultation provided to 

automobile dealers; providing consumer 

product information via the Internet; 

providing dealership support information to 

sales and management staff via the Internet, 

specifically, marketing bulletins and press 

releases; and Class 37 providing dealership 

support information to service and 

management staff via the Internet, 

specifically, service bulletins and Class 41 

Computer-based training classes in the field 

of automobile sales, service, and 

management 

 

(collectively, the “A Marks”).   

4. True and correct copies of Opposer’s valid and subsisting trademark registration 

certificates for Opposer’s marks, along with true and correct copies of TSDR printouts for each 

of the A Marks, are attached hereto as Exhibit A.  Opposer hereby gives notice in accordance 

with Trademark Rules of Practice 2.122(d)(2) that it will rely upon these registrations as 
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evidence in this proceeding, and a status copy showing present title may be introduced into 

evidence on its behalf during Opposer’s testimony period.  Furthermore, these registrations are 

valid, subsisting and in full force and effect and serve as evidence of Opposer’s exclusive right to 

use the A Marks in commerce on or in connection with the goods and services identified in the 

registrations, as provided by 15 U.S.C. § 1115(a).  In addition, several of the A Marks have 

become incontestable pursuant to 15 U.S.C. § 1065 and therefore serve as conclusive proof of 

Opposer’s exclusive right to use the A Marks in commerce or in connection with the goods and 

services in the registrations provided by 15 U.S.C. § 1115(b). 

5. The A Marks are inherently distinctive and fanciful. 

6. The registrations for the A Marks are not limited by channels of trade or by 

classes of purchasers. 

7. The A Marks are closely identified with Opposer’s ACURA vehicles.  One or 

more of the A Marks appear on every new vehicle and in virtually all television, print 

advertisements and product manuals for ACURA vehicles and are featured prominently on the 

<acura.com> website.  As such, Opposer has developed extensive common law rights in the A 

Marks as a source identifier of reliable and high-quality automobiles and related goods and 

services. 

8. By virtue of widespread sales and advertising and promotion of the goods and 

services offered under the A Marks, Opposer’s marks have become well-known by the general 

public and in the relevant industries, are recognized and relied upon as identifying Opposer’s 

goods and as distinguishing them from the goods of others, and have come to represent and 

symbolize extremely valuable goodwill belonging exclusively to Opposer.  Opposer has spent 

substantial time, effort and money promoting its goods and services under the A Marks.  
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Through these efforts, the A Marks have become famous within the meaning of Section 43(c) of 

the Lanham Act, as amended 15 U.S.C. §  1125(c). 

9. Upon information and belief, Yu Weng Kiang (“Applicant”) is an individual with 

an address of Duta Harapan Indah Blok N No. 36, Jakarta, Florida 34238. 

10. Notwithstanding Opposer’s prior rights in the A Marks, Applicant filed intent-to-

use U.S. Trademark Application Serial No. 86/774,529 for the  mark for Class 12 

“bicycle gears; bicycle parts, namely, handle bars; bicycle pedals; bicycle saddles; bicycle tires; 

bicycles; cranks for cycles; inner tubes for bicycles; [and] rims for bicycle wheels” (hereinafter 

“Applicant’s Mark”).  The intent-to-use application was filed on October 1, 2015, and was 

published in the Official Gazette on March 1, 2016.  Opposer was granted an extension of time 

through and including April 30, 2016 to file an opposition. 

11. The application for Applicant’s Mark is not limited by channels of trade or by 

classes of purchasers.   

12. Opposer has continuously and exclusively used the A Acura Marks in commerce 

prior to Applicant’s filing date of the intent-to-use trademark application for Applicant’s Mark.  

As such, Opposer has priority.   

13. Applicant’s Mark is nearly identical to and, at a minimum closely resembles, 

Opposer’s A Marks in sight, sound and overall commercial impression. 

14. Applicant’s use and registration of Applicant’s Mark is likely to false suggest a 

connection with Opposer and Opposer’s A Marks.   

15. Registration should be refused pursuant to Section 2(d) of the Trademark Act of 

1946, as amended, 15 U.S.C. §  1052(d), on the grounds that Applicant’s Mark so resembles 
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Opposer’s  A Marks as to cause confusion, mistake and/or deception, all to the damage of 

Opposer. 

16. Opposer’s A Marks became famous before the filing date of Applicant’s 

application. 

17. Applicant’s A Marks and Opposer’s Mark so closely resembles Opposer’s 

previously registered A Marks as to dilute or to likely cause dilution by blurring of the distinctive 

quality of Opposer’s famous A Marks.  As such, Applicant’s Mark is not entitled to registration 

pursuant to 15 U.S.C. §  1125(c).  

18. If Applicant is granted registration for the  mark, it would obtain, thereby, 

at least a prima facie exclusive right to use Applicant’s Mark.  Such registration would be a 

source of damage and injury to Opposer. 

WHEREFORE, Opposer, by its undersigned attorneys, requests that the Trademark Trial 

and Appeal Board sustain its opposition to Application Serial No. 86/774,529 and grant any and 

all further relief to Opposer that the Board finds necessary and just in the circumstances. 

Opposer appoints as its attorneys in these proceedings Dyan Finguerra-DuCharme and 

Ryan S. Klarberg of the firm Pryor Cashman LLP, 7 Times Square, New York, New York 10036, 

to whom all correspondence in this proceeding should be addressed.  Please charge Deposit 

Account No. 500932 for the filing fee for this Notice of Opposition and for any other fees that 

may be due. 
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Dated: May 2, 2016 

Respectfully submitted, 

PRYOR CASHMAN LLP 

 

_/dyan finguerra-ducharme/______________________ 

Dyan Finguerra-DuCharme 

Ryan S. Klarberg 

7 Times Square 

New York, New York 10036 

dfinguerra-ducharme@pryorcashman.com 

rklarberg@pryorcashman.com 
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CERTIFICATE OF SERVICE 

 

 I hereby certify that a true and complete copy of the Notice of Opposition was served on 

Applicant’s counsel by First Class Mail at the following address: 

 

Victoria Dennison, Esq. 

Anderson IP 

L5784 

4281 Express Lane 

Sarasota, Florida 34238 

 

 

__/ryan s. Klarberg/________________________ 

Ryan S. Klarberg 

 

Date: May 2, 2016 

 

 

 

   



 

  

 

 

 

 

 

EXHIBIT A 







 

Mark Information

Mark Literal
Elements:

None

Standard Character
Claim:

No

Mark Drawing
Type:

2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of a miscellaneous design.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Acquired
Distinctiveness

Claim:

In whole

Design Search
Code(s):

26.01.02 - Circles, plain single line; Plain single line circles
26.09.25 - Squares with curved sides
26.17.12 - Angles (geometric); Chevrons
27.03.01 - Geometric figures forming letters, numerals or punctuation

Related Properties Information

Claimed Ownership
of US

Registrations:

1779621, 2514550, 2964304 and others

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Automobiles and structural parts thereof

International
Class(es):

012 - Primary Class U.S Class(es): 019, 021, 023, 031, 035, 044

Class Status: ACTIVE

Basis: 1(a)

Generated on: This page was generated by TSDR on 2016-05-02 16:58:35 EDT

Mark:

US Serial Number: 85656486 Application Filing
Date:

Jun. 20, 2012

US Registration
Number:

4275774 Registration Date: Jan. 15, 2013

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jan. 15, 2013

Publication Date: Oct. 30, 2012



First Use: Aug. 23, 1990 Use in Commerce: Aug. 23, 1990

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Honda Motor Co., Ltd.

Owner Address: 1-1, 2-chome, Minami-Aoyama, Minato-ku
Tokyo 107-8556
JAPAN

Legal Entity Type: CORPORATION State or Country
Where Organized:

JAPAN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Dyan Finguerra-DuCharme

Attorney Primary
Email Address:

dfinguerra-ducharme@pryorcashman.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Dyan Finguerra-DuCharme
Pryor Cashman LLP
7 Times Square
New York, NEW YORK 10036
UNITED STATES

Phone: (212) 326-0443 Fax: (212) 798-6307

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com tmdoc

keting@pryorcashman.com

Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Dyan Finguerra-DuCharme Phone: (212) 326-0443

Fax: (212) 798-6307

Domestic
Representative e-

mail:

dfinguerra-ducharme@pryorcashman.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Jan. 15, 2013 REGISTERED-PRINCIPAL REGISTER

Oct. 30, 2012 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Oct. 30, 2012 PUBLISHED FOR OPPOSITION

Oct. 10, 2012 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Sep. 28, 2012 ATTORNEY REVOKED AND/OR APPOINTED

Sep. 28, 2012 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Sep. 14, 2012 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 11, 2012 ASSIGNED TO EXAMINER 78326

Jun. 29, 2012 NOTICE OF DESIGN SEARCH CODE MAILED

Jun. 28, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jun. 23, 2012 NEW APPLICATION ENTERED IN TRAM



TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jan. 15, 2013





 

Mark Information

Mark Literal
Elements:

ACURA

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Design Search
Code(s):

26.01.02 - Circles, plain single line; Plain single line circles
26.17.12 - Angles (geometric); Chevrons
27.03.01 - Geometric figures forming letters, numerals or punctuation

Related Properties Information

Claimed Ownership
of US

Registrations:

1407602, 1644580, 2080993, 2365656 and others

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Providing information to automobile dealers on the subject of advertising

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2000 Use in Commerce: Feb. 2000

For: Electronic transmission of data, namely information to customers about product history, technology, and comparison to competitor
products; and sales and marketing bulletins, press releases, and service information to sales, service, and management staff

International
Class(es):

038 - Primary Class U.S Class(es): 100, 101, 104

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2000 Use in Commerce: Feb. 2000

For: Computer-based training classes in the field of automobile sales, service, and management

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Generated on: This page was generated by TSDR on 2016-05-02 17:02:09 EDT

Mark: ACURA

US Serial Number: 76047331 Application Filing
Date:

May 12, 2000

US Registration
Number:

2490387 Registration Date: Sep. 18, 2001

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Sep. 21, 2011

Publication Date: Jun. 26, 2001



Basis: 1(a)

First Use: Feb. 2000 Use in Commerce: Feb. 2000

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Honda Giken Kogyo Kabushiki Kaisha

Owner Address: 1-1, 2-Chome Minami-Aoyama
Minato-Ku, Tokyo 107 JAPAN

Legal Entity Type: CORPORATION State or Country
Where Organized:

JAPAN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: David N. Makous Docket Number: 21929-398

Attorney Primary
Email Address:

makous@lbbslaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

David N. Makous
LEWIS BRISBOIS BISGAARD & SMITH LLP
221 North Figueroa Street
Suite 1200
LOS ANGELES, CALIFORNIA UNITED STATES 90012

Phone: 213 250 1800 Fax: 213 250 7900

Correspondent e-
mail:

makous@lbbslaw.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

DAVID N MAKOUS

Prosecution History

Date Description
Proceeding
Number

Sep. 21, 2011 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 70619

Sep. 21, 2011 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 70619

Sep. 19, 2011 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70619

Jul. 21, 2011 TEAS SECTION 8 & 9 RECEIVED

Nov. 08, 2008 NOTICE OF DESIGN SEARCH CODE MAILED

Feb. 02, 2007 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 69471

Jan. 31, 2007 ASSIGNED TO PARALEGAL 69471

Jan. 30, 2007 CASE FILE IN TICRS

Nov. 29, 2006 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Nov. 29, 2006 TEAS SECTION 8 & 15 RECEIVED

Nov. 14, 2006 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Sep. 18, 2001 REGISTERED-PRINCIPAL REGISTER

Jun. 26, 2001 PUBLISHED FOR OPPOSITION

Jun. 13, 2001 NOTICE OF PUBLICATION

Mar. 26, 2001 APPROVED FOR PUB - PRINCIPAL REGISTER



Mar. 22, 2001 EXAMINER'S AMENDMENT MAILED

Jan. 16, 2001 CORRESPONDENCE RECEIVED IN LAW OFFICE

Oct. 23, 2000 NON-FINAL ACTION MAILED

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Sep. 18, 2011

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Sep. 21, 2011

Proceedings

Summary

Number of
Proceedings:

3

Type of Proceeding: Cancellation

Proceeding
Number:

92058358 Filing Date: Dec 02, 2013

Status: Terminated Status Date: Apr 03, 2014

Interlocutory
Attorney:

CHRISTEN M ENGLISH

Defendant

Name: VSI International Inc.

Correspondent
Address:

VSI INTERNATIONAL INC
3451 EXECUTIVE WAY
MIRAMAR FL UNITED STATES , 33025

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURAVISION Cancelled - Section 18 74153394 1670140

Plaintiff(s)

Name: Honda Motor Co., Ltd.

Correspondent
Address:

DYAN FINGUERRA-DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY UNITED STATES , 10036

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com , tmdocketing@pryorcashman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA Renewed 73497797 1407602

ACURA Renewed 73839426 1644580

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Renewed 76051025 2875172

ACURA Renewed 76047314 2514550

ACURA Renewed 76047331 2490387

ACURA Cancelled - Section 8 78510794 2964304

ACURA Registered 85902668 4414928

 



ACURA ADVANTAGE Renewed 73646938 1484673

ACURA PRECISION TEAM Renewed 75064826 2080993

ACURA CARE Renewed 75482203 2365656

ACURA ADVANCE. Registered 85662208 4275799

ACURALINK Section 8 and 15 - Accepted and Acknowledged 76590599 3280308

ACURA CONCIERGE EXPERIENCE Registered 77781366 4384171

ACURA CONCIERGE Registered 77729037 4372757

ACURA FINANCIAL SERVICES Section 8 and 15 - Accepted and Acknowledged 77513688 3702836

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 02, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 12, 2013 Jan 21, 2014

3 PENDING, INSTITUTED Dec 12, 2013

4 UNDELIVERABLE MAIL Dec 24, 2013

5 PLS NOTICE OF INEFFECTIVE SERVICE Jan 02, 2014

6 SUSPENDED Jan 09, 2014

7 SERVICE BY PUBLICATION Feb 11, 2014

8 BD DECISION: GRANTED Mar 26, 2014

9 COMMR ORDER CANCELLING REG Apr 03, 2014

10 TERMINATED Apr 03, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91198504 Filing Date: May 14, 2013

Status: Terminated Status Date: Oct 30, 2013

Interlocutory
Attorney:

BENJAMIN U OKEKE

Defendant

Name: Vantium Capital, Inc. dba Acqura Loan Services

Correspondent
Address:

SHANNON W BATES
KLEMCHUK KUBASTA LLP
8150 N CENTRAL EXPRESSWAY, SUITE 1150
DALLAS TX UNITED STATES , 75206

Correspondent e-
mail:

ipdocketing@kk-llp.com , shannon.bates@kk-llp.com , roxana.sullivan@kk-llp.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACQURA Abandoned - After Inter-Partes Decision 77846200

Plaintiff(s)

Name: Honda Motor Co., Ltd.

Correspondent
Address:

LISA M MARTENS
FISH & RICHARDSON PC
PO BOX 1022
MINNEAPOLIS MN UNITED STATES , 55440-1022

Correspondent e-
mail:

tmdoctc@fr.com , hickey@fr.com , fletcher@fr.com , dylan-hyde@fr.com , enh@fr.com , alf@fr.com , adh@fr.com , azu@fr.com , uebbi

ng@fr.com , martens@fr.com , lmm

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA CARE Renewed 75482203 2365656

ACURA Renewed 73497797 1407602

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA Renewed 73839426 1644580

ACURA PRECISION TEAM Renewed 75064826 2080993

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400



ACURA Renewed 76047331 2490387

ACURA Renewed 76047314 2514550

ACURA Renewed 76051025 2875172

A ACURA Cancelled - Section 8 78510770 2989794

A ACURA Cancelled - Section 8 78514771 2964305

ACURA Cancelled - Section 8 78510794 2964304

ACURA FINANCIAL SERVICES Section 8 and 15 - Accepted and Acknowledged 77513688 3702836

ACURA ADVANCE. Abandoned - No Statement Of Use Filed 77524601

ACURA CONCIERGE Registered 77729037 4372757

ACURA CONCIERGE EXPERIENCE Registered 77781366 4384171

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 07, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 07, 2011 Mar 19, 2011

3 PENDING, INSTITUTED Feb 07, 2011

4 ANSWER Mar 21, 2011

5 D'S MOTION TO DISMISS - RULE 12(B) Mar 21, 2011

6 SUSPENDED PENDING DISP OF OUTSTNDNG MOT Mar 24, 2011

7 P'S OPPOSITION/RESPONSE TO MOTION Apr 07, 2011

8 PROCEEDINGS RESUMED May 26, 2011

9 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Jul 24, 2011

10 EXTENSION OF TIME GRANTED Aug 03, 2011

11 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Aug 24, 2011

12 EXTENSION OF TIME GRANTED Sep 12, 2011

13 STIPULATION FOR AN EXTENSION OF TIME Jan 23, 2012

14 EXTENSION OF TIME GRANTED Feb 06, 2012

15 P'S MOT FOR EXTEN. OF TIME W/ CONSENT Feb 21, 2012

16 EXTENSION OF TIME GRANTED Feb 28, 2012

17 OPP'S NOTICE OF EXPERT WITNESS DISC Mar 21, 2012

18 BOARD'S COMMUNICATION Mar 30, 2012

19 P'S MOTION TO REOPEN DISCOVERY Sep 04, 2012

20 TRIAL DATES RESET Jan 16, 2013

21 CORRECTION TO BOARD`S ORDER Jan 24, 2013

22 P MOT FOR EXT W/ CONSENT Mar 05, 2013

23 EXTENSION OF TIME GRANTED Mar 27, 2013

24 P MOT FOR EXT W/ CONSENT May 14, 2013

25 EXTENSION OF TIME GRANTED Jul 01, 2013

26 P MOT FOR EXT W/O CONSENT Jul 15, 2013

27 P MOT FOR EXT W/O CONSENT Jul 15, 2013

28 EXTENSION OF TIME GRANTED Aug 19, 2013

29 W/DRAW OF APPLICATION Sep 24, 2013

30 BD DECISION: DISMISSED W/O PREJ Oct 30, 2013

31 TERMINATED Oct 30, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91190237 Filing Date: May 13, 2009

Status: Terminated Status Date: Jun 10, 2009

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Aki Habara Electric Corporation Pte Ltd.

Correspondent
Address:

BRENT E ROUTMAN
MERCHANT GOULD PC
PO BOX 2910
MINNEAPOLIS MN UNITED STATES , 55402 0910



Correspondent e-
mail:

broutman@merchantgould.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

AKIRA Cancellation Pending 79032692 4545571

Plaintiff(s)

Name: Honda Motor Co., Ltd. and American Honda Motor Co., Inc.

Correspondent
Address:

DYAN FINGUERRA DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY UNITED STATES , 10022

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA Renewed 73497797 1407602

ACURA Renewed 76051025 2875172

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Cancelled - Section 8 76050410 2882041

ACURA Renewed 73839426 1644580

ACURA Renewed 76047331 2490387

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA Renewed 76047314 2514550

A ACURA Cancelled - Section 8 78514771 2964305

ACURA Cancelled - Section 8 78510794 2964304

ACURA CARE Renewed 75482203 2365656

SELECT ADVANTAGE BY ACURA Cancelled - Section 8 75359794 2736925

ACURA PRECISION TEAM Renewed 75064826 2080993

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 13, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 15, 2009 Jun 24, 2009

3 PENDING, INSTITUTED May 15, 2009

4 NOTICE OF IRREGULARITY May 29, 2009

5 CHANGE OF CORRESPONDENCE ADDRESS Jun 03, 2009

6 ANSWER Jun 03, 2009

7 BD'S DECISION: DISMISSED W/O PREJUDICE Jun 10, 2009

8 TERMINATED Jun 10, 2009

9 EMAIL TRANSMITTED FROM IB Jun 11, 2009

10 EMAIL TRANSMITTED FROM IB Jun 11, 2009

11 OPPOSITION REINSTATED/ANSWER DUE 6/24/09/TRAIL DATES REMAIN AS SET Jun 11, 2009

12 D REQUEST FOR DISCOVERY CONFERENCE-PHONE Jul 14, 2009

13 TRIAL DATES REMAIN AS SET Jul 23, 2009

14 APPEARANCE Aug 20, 2009

15 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 03, 2009

16 SUSPENDED Sep 03, 2009

17 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Dec 02, 2009

18 SUSPENDED Dec 09, 2009

19 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Mar 09, 2010

20 SUSPENDED Mar 09, 2010

21 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 07, 2010

22 SUSPENDED Jun 07, 2010

23 APPEARANCE Jul 01, 2010



24 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 07, 2010

25 SUSPENDED Sep 07, 2010

26 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 03, 2010

27 SUSPENDED Dec 03, 2010

28 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 23, 2011

29 SUSPENDED Jul 05, 2011

30 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Mar 12, 2012

31 TRIAL DATES REMAIN AS PREVIOUSLY SET Mar 16, 2012

32 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Mar 30, 2012

33 SUSPENDED Apr 10, 2012

34 APPEARANCE Aug 30, 2012

35 CHANGE OF CORRESPONDENCE ADDRESS Aug 30, 2012

36 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Oct 01, 2012

37 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Oct 01, 2012

38 SUSPENDED Oct 05, 2012

39 STIP FOR EXT May 30, 2013

40 MOT TO AMEND APPLICATION Jul 24, 2013

41 MOT TO AMEND APPLICATION Aug 01, 2013

42 EXTENSION OF TIME GRANTED Aug 07, 2013

43 RESPONSE DUE 30 DAYS (DUE DATE) Nov 14, 2013 Dec 14, 2013

44 PROCEEDINGS RESUMED Feb 11, 2014

45 W/DRAW OF OPPOSITION Apr 15, 2014

46 BD DECISION: DISMISSED W/O PREJ May 06, 2014

47 BD DECISION: DISMISSED W/O PREJ May 06, 2014





 

Mark Information

Mark Literal
Elements:

ACURA

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search
Code(s):

26.01.01 - Circles as carriers or as single line borders
26.01.02 - Circles, plain single line; Plain single line circles
26.17.12 - Angles (geometric); Chevrons

Related Properties Information

Claimed Ownership
of US

Registrations:

1407602, 1644580, 2080993, 2365656 and others

Parent Of: 75982584

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: [ Computer game cartridges, computer game cassettes, ] computer game discs, computer game programs, computer game software, [
computer game tapes ]

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 01, 2001 Use in Commerce: Jan. 01, 2001

For: Belt buckles not of precious metal

International
Class(es):

026 - Primary Class U.S Class(es): 037, 039, 040, 042, 050

Class Status: ACTIVE

Generated on: This page was generated by TSDR on 2016-05-02 17:03:39 EDT

Mark: ACURA

US Serial Number: 76051025 Application Filing
Date:

May 12, 2000

US Registration
Number:

2875172 Registration Date: Aug. 17, 2004

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: Aug. 13, 2014

Publication Date: Sep. 11, 2001 Notice of
Allowance Date:

Dec. 04, 2001



Basis: 1(a)

First Use: Dec. 01, 2000 Use in Commerce: Dec. 01, 2000

For: toy replicas of vehicles

International
Class(es):

028 - Primary Class U.S Class(es): 022, 023, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 03, 2001 Use in Commerce: Jan. 03, 2001

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co., Ltd.)

Owner Address: 1-1, 2-Chome Minami-Aoyama
Minato-ku, Tokyo 107
JAPAN

Legal Entity Type: CORPORATION State or Country
Where Organized:

JAPAN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Mina I. Hamilton Docket Number: 21929-401

Attorney Primary
Email Address:

Mina.Hamilton@lewisbrisbois.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Mina I. Hamilton
Lewis Brisbois Bisgaard & Smith LLP
221 North Figueroa Street
Suite 1200
Los Angeles, CALIFORNIA 90012
UNITED STATES

Phone: 213 250 1800 Fax: 213 250 7900

Correspondent e-
mail:

Mina.Hamilton@lewisbrisbois.com Toni.Espinoza

@lewisbrisbois.com

Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

David N. Makous

Prosecution History

Date Description
Proceeding
Number

Aug. 13, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Aug. 13, 2014 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 76533

Aug. 13, 2014 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 76533

Aug. 11, 2014 TEAS SECTION 8 & 9 RECEIVED

Sep. 01, 2009 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 76533

Aug. 27, 2009 TEAS SECTION 8 & 15 RECEIVED

Aug. 20, 2009 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888



Aug. 20, 2009 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Aug. 20, 2009 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 17, 2004 REGISTERED-PRINCIPAL REGISTER

Jun. 09, 2004 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jun. 08, 2004 STATEMENT OF USE PROCESSING COMPLETE

May 20, 2004 USE AMENDMENT FILED

Jun. 03, 2004 CASE FILE IN TICRS

May 24, 2004 PAPER RECEIVED

Nov. 20, 2003 EXTENSION 4 GRANTED

Oct. 20, 2003 EXTENSION 4 FILED

Apr. 02, 2004 REINSTATED 70458

Mar. 04, 2004 FAX RECEIVED

Feb. 18, 2004 ABANDONMENT - NO USE STATEMENT FILED

Oct. 20, 2003 PAPER RECEIVED

Jun. 30, 2003 EXTENSION 3 GRANTED

Jun. 03, 2003 EXTENSION 3 FILED

Jun. 05, 2003 PAPER RECEIVED

Jan. 21, 2003 EXTENSION 2 GRANTED

Nov. 26, 2002 EXTENSION 2 FILED

Nov. 26, 2002 PAPER RECEIVED

Nov. 27, 2002 PAPER RECEIVED

Jun. 15, 2002 EXTENSION 1 GRANTED

May 15, 2002 EXTENSION 1 FILED

Jun. 18, 2002 DIVISIONAL PROCESSING COMPLETE

May 15, 2002 DIVISIONAL REQUEST RECEIVED

May 15, 2002 PAPER RECEIVED

Dec. 04, 2001 NOA MAILED - SOU REQUIRED FROM APPLICANT

Sep. 11, 2001 PUBLISHED FOR OPPOSITION

Aug. 22, 2001 NOTICE OF PUBLICATION

Jun. 18, 2001 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 11, 2001 EXAMINERS AMENDMENT MAILED

Apr. 16, 2001 CORRESPONDENCE RECEIVED IN LAW OFFICE

Oct. 23, 2000 NON-FINAL ACTION MAILED

Oct. 23, 2000 ASSIGNED TO EXAMINER 76427

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Aug. 17, 2014

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Aug. 13, 2014

Proceedings

Summary

Number of
Proceedings:

4

Type of Proceeding: Cancellation

Proceeding
Number:

92058358 Filing Date: Dec 02, 2013

 



Status: Terminated Status Date: Apr 03, 2014

Interlocutory
Attorney:

CHRISTEN M ENGLISH

Defendant

Name: VSI International Inc.

Correspondent
Address:

VSI INTERNATIONAL INC
3451 EXECUTIVE WAY
MIRAMAR FL , 33025
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURAVISION Cancelled - Section 18 74153394 1670140

Plaintiff(s)

Name: Honda Motor Co., Ltd.

Correspondent
Address:

DYAN FINGUERRA-DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY , 10036
UNITED STATES

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com , tmdocketing@pryorcashman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA Renewed 73497797 1407602

ACURA Renewed 73839426 1644580

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Renewed 76051025 2875172

ACURA Renewed 76047314 2514550

ACURA Renewed 76047331 2490387

ACURA Cancelled - Section 8 78510794 2964304

ACURA Registered 85902668 4414928

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA PRECISION TEAM Renewed 75064826 2080993

ACURA CARE Renewed 75482203 2365656

ACURA ADVANCE. Registered 85662208 4275799

ACURALINK Section 8 and 15 - Accepted and Acknowledged 76590599 3280308

ACURA CONCIERGE EXPERIENCE Registered 77781366 4384171

ACURA CONCIERGE Registered 77729037 4372757

ACURA FINANCIAL SERVICES Section 8 and 15 - Accepted and Acknowledged 77513688 3702836

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 02, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 12, 2013 Jan 21, 2014

3 PENDING, INSTITUTED Dec 12, 2013

4 UNDELIVERABLE MAIL Dec 24, 2013

5 PLS NOTICE OF INEFFECTIVE SERVICE Jan 02, 2014

6 SUSPENDED Jan 09, 2014

7 SERVICE BY PUBLICATION Feb 11, 2014

8 BD DECISION: GRANTED Mar 26, 2014

9 COMMR ORDER CANCELLING REG Apr 03, 2014

10 TERMINATED Apr 03, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91198504 Filing Date: May 14, 2013



Status: Terminated Status Date: Oct 30, 2013

Interlocutory
Attorney:

BENJAMIN U OKEKE

Defendant

Name: Vantium Capital, Inc. dba Acqura Loan Services

Correspondent
Address:

SHANNON W BATES
KLEMCHUK KUBASTA LLP
8150 N CENTRAL EXPRESSWAY, SUITE 1150
DALLAS TX , 75206
UNITED STATES

Correspondent e-
mail:

ipdocketing@kk-llp.com , shannon.bates@kk-llp.com , roxana.sullivan@kk-llp.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACQURA Abandoned - After Inter-Partes Decision 77846200

Plaintiff(s)

Name: Honda Motor Co., Ltd.

Correspondent
Address:

LISA M MARTENS
FISH & RICHARDSON PC
PO BOX 1022
MINNEAPOLIS MN , 55440-1022
UNITED STATES

Correspondent e-
mail:

tmdoctc@fr.com , hickey@fr.com , fletcher@fr.com , dylan-hyde@fr.com , enh@fr.com , alf@fr.com , adh@fr.com , azu@fr.com , uebbi

ng@fr.com , martens@fr.com , lmm

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA CARE Renewed 75482203 2365656

ACURA Renewed 73497797 1407602

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA Renewed 73839426 1644580

ACURA PRECISION TEAM Renewed 75064826 2080993

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Renewed 76047331 2490387

ACURA Renewed 76047314 2514550

ACURA Renewed 76051025 2875172

A ACURA Cancelled - Section 8 78510770 2989794

A ACURA Cancelled - Section 8 78514771 2964305

ACURA Cancelled - Section 8 78510794 2964304

ACURA FINANCIAL SERVICES Section 8 and 15 - Accepted and Acknowledged 77513688 3702836

ACURA ADVANCE. Abandoned - No Statement Of Use Filed 77524601

ACURA CONCIERGE Registered 77729037 4372757

ACURA CONCIERGE EXPERIENCE Registered 77781366 4384171

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 07, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 07, 2011 Mar 19, 2011

3 PENDING, INSTITUTED Feb 07, 2011

4 ANSWER Mar 21, 2011

5 D'S MOTION TO DISMISS - RULE 12(B) Mar 21, 2011

6 SUSPENDED PENDING DISP OF OUTSTNDNG MOT Mar 24, 2011

7 P'S OPPOSITION/RESPONSE TO MOTION Apr 07, 2011

8 PROCEEDINGS RESUMED May 26, 2011

9 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Jul 24, 2011



10 EXTENSION OF TIME GRANTED Aug 03, 2011

11 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Aug 24, 2011

12 EXTENSION OF TIME GRANTED Sep 12, 2011

13 STIPULATION FOR AN EXTENSION OF TIME Jan 23, 2012

14 EXTENSION OF TIME GRANTED Feb 06, 2012

15 P'S MOT FOR EXTEN. OF TIME W/ CONSENT Feb 21, 2012

16 EXTENSION OF TIME GRANTED Feb 28, 2012

17 OPP'S NOTICE OF EXPERT WITNESS DISC Mar 21, 2012

18 BOARD'S COMMUNICATION Mar 30, 2012

19 P'S MOTION TO REOPEN DISCOVERY Sep 04, 2012

20 TRIAL DATES RESET Jan 16, 2013

21 CORRECTION TO BOARD`S ORDER Jan 24, 2013

22 P MOT FOR EXT W/ CONSENT Mar 05, 2013

23 EXTENSION OF TIME GRANTED Mar 27, 2013

24 P MOT FOR EXT W/ CONSENT May 14, 2013

25 EXTENSION OF TIME GRANTED Jul 01, 2013

26 P MOT FOR EXT W/O CONSENT Jul 15, 2013

27 P MOT FOR EXT W/O CONSENT Jul 15, 2013

28 EXTENSION OF TIME GRANTED Aug 19, 2013

29 W/DRAW OF APPLICATION Sep 24, 2013

30 BD DECISION: DISMISSED W/O PREJ Oct 30, 2013

31 TERMINATED Oct 30, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91206568 Filing Date: Aug 14, 2012

Status: Terminated Status Date: Sep 13, 2012

Interlocutory
Attorney:

MICHAEL B ADLIN

Defendant

Name: Chongqing Changan Automobile Co., Ltd.

Correspondent
Address:

PERLA M KUHN
EDWARDS WILDMAN PALMER LLP
PO BOX 130
NEW YORK NY , 10150-0130
UNITED STATES

Correspondent e-
mail:

Trademark@edwardswildman.com , pkuhn@edwardswildman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

V Abandoned - After Inter-Partes Decision 85460712

Plaintiff(s)

Name: American Honda Motor Co., Inc.

Correspondent
Address:

DYAN FINGUERRA-DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY , 10036
UNITED STATES

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com , tmdocketing@pryorcashman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Renewed 74085469 1779621

ACURA Cancelled - Section 8 78510794 2964304

ACURA Renewed 76047314 2514550

ACURA Renewed 76051025 2875172

ACURA Renewed 75982584 2675400



Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 14, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 15, 2012 Sep 24, 2012

3 PENDING, INSTITUTED Aug 15, 2012

4 WITHDRAWAL OF APPLICATION Sep 12, 2012

5 BOARD'S DECISION: SUSTAINED Sep 13, 2012

6 TERMINATED Sep 13, 2012

Type of Proceeding: Opposition

Proceeding
Number:

91190237 Filing Date: May 13, 2009

Status: Terminated Status Date: Jun 10, 2009

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Aki Habara Electric Corporation Pte Ltd.

Correspondent
Address:

BRENT E ROUTMAN
MERCHANT GOULD PC
PO BOX 2910
MINNEAPOLIS MN , 55402 0910
UNITED STATES

Correspondent e-
mail:

broutman@merchantgould.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

AKIRA Cancellation Pending 79032692 4545571

Plaintiff(s)

Name: Honda Motor Co., Ltd. and American Honda Motor Co., Inc.

Correspondent
Address:

DYAN FINGUERRA DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY , 10022
UNITED STATES

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA Renewed 73497797 1407602

ACURA Renewed 76051025 2875172

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Cancelled - Section 8 76050410 2882041

ACURA Renewed 73839426 1644580

ACURA Renewed 76047331 2490387

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA Renewed 76047314 2514550

A ACURA Cancelled - Section 8 78514771 2964305

ACURA Cancelled - Section 8 78510794 2964304

ACURA CARE Renewed 75482203 2365656

SELECT ADVANTAGE BY ACURA Cancelled - Section 8 75359794 2736925

ACURA PRECISION TEAM Renewed 75064826 2080993

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 13, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 15, 2009 Jun 24, 2009



3 PENDING, INSTITUTED May 15, 2009

4 NOTICE OF IRREGULARITY May 29, 2009

5 CHANGE OF CORRESPONDENCE ADDRESS Jun 03, 2009

6 ANSWER Jun 03, 2009

7 BD'S DECISION: DISMISSED W/O PREJUDICE Jun 10, 2009

8 TERMINATED Jun 10, 2009

9 EMAIL TRANSMITTED FROM IB Jun 11, 2009

10 EMAIL TRANSMITTED FROM IB Jun 11, 2009

11 OPPOSITION REINSTATED/ANSWER DUE 6/24/09/TRAIL DATES REMAIN AS SET Jun 11, 2009

12 D REQUEST FOR DISCOVERY CONFERENCE-PHONE Jul 14, 2009

13 TRIAL DATES REMAIN AS SET Jul 23, 2009

14 APPEARANCE Aug 20, 2009

15 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 03, 2009

16 SUSPENDED Sep 03, 2009

17 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Dec 02, 2009

18 SUSPENDED Dec 09, 2009

19 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Mar 09, 2010

20 SUSPENDED Mar 09, 2010

21 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 07, 2010

22 SUSPENDED Jun 07, 2010

23 APPEARANCE Jul 01, 2010

24 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 07, 2010

25 SUSPENDED Sep 07, 2010

26 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 03, 2010

27 SUSPENDED Dec 03, 2010

28 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 23, 2011

29 SUSPENDED Jul 05, 2011

30 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Mar 12, 2012

31 TRIAL DATES REMAIN AS PREVIOUSLY SET Mar 16, 2012

32 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Mar 30, 2012

33 SUSPENDED Apr 10, 2012

34 APPEARANCE Aug 30, 2012

35 CHANGE OF CORRESPONDENCE ADDRESS Aug 30, 2012

36 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Oct 01, 2012

37 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Oct 01, 2012

38 SUSPENDED Oct 05, 2012

39 STIP FOR EXT May 30, 2013

40 MOT TO AMEND APPLICATION Jul 24, 2013

41 MOT TO AMEND APPLICATION Aug 01, 2013

42 EXTENSION OF TIME GRANTED Aug 07, 2013

43 RESPONSE DUE 30 DAYS (DUE DATE) Nov 14, 2013 Dec 14, 2013

44 PROCEEDINGS RESUMED Feb 11, 2014

45 W/DRAW OF OPPOSITION Apr 15, 2014

46 BD DECISION: DISMISSED W/O PREJ May 06, 2014

47 BD DECISION: DISMISSED W/O PREJ May 06, 2014





 

Mark Information

Mark Literal
Elements:

ACURA

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Design Search
Code(s):

26.01.01 - Circles as carriers or as single line borders
26.01.02 - Circles, plain single line; Plain single line circles
26.17.12 - Angles (geometric); Chevrons

Related Properties Information

Claimed Ownership
of US

Registrations:

1407602, 1644580, 2080993, 2365656 and others

Child Of: 76050410

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Leather bags [, umbrellas ]

International
Class(es):

018 - Primary Class U.S Class(es): 001, 002, 003, 022, 041

Class Status: ACTIVE

Basis: 1(a)

First Use: May 2001 Use in Commerce: May 2001

For: Clothing, namely, t-shirts, shirts, hats, [ neckties,] caps [, and leather belts ]

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 1(a)

First Use: May 2001 Use in Commerce: May 2001

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Generated on: This page was generated by TSDR on 2016-05-02 17:05:29 EDT

Mark: ACURA

US Serial Number: 75982583 Application Filing
Date:

May 12, 2000

US Registration
Number:

2646476 Registration Date: Nov. 05, 2002

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: May 29, 2012

Publication Date: Sep. 11, 2001 Notice of
Allowance Date:

Dec. 04, 2001



Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co., Ltd.)

Owner Address: 1-1, 2-Chome, Minami-Aoyama
Minato-ku, Tokyo 107 JAPAN

Legal Entity Type: CORPORATION State or Country
Where Organized:

JAPAN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: David N. Makous Docket Number: 21929-490

Attorney Primary
Email Address:

makous@lbbslaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

David N. Makous
LEWIS BRISBOIS BISGAARD & SMITH LLP
221 North Figueroa Street
Suite 1200
LOS ANGELES, CALIFORNIA UNITED STATES 90012

Phone: 213 250 1800 Fax: 213 250 7900

Correspondent e-
mail:

makous@lbbslaw.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

David N. Makous

Prosecution History

Date Description
Proceeding
Number

May 29, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

May 29, 2012 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 70619

May 29, 2012 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 70619

May 23, 2012 TEAS SECTION 8 & 9 RECEIVED

Mar. 10, 2010 NOTICE OF SUIT

Nov. 18, 2008 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 70619

Nov. 03, 2008 ASSIGNED TO PARALEGAL 70619

Oct. 30, 2008 TEAS SECTION 8 & 15 RECEIVED

Oct. 17, 2008 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Oct. 17, 2008 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Oct. 17, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jun. 11, 2008 NOTICE OF SUIT

Feb. 11, 2008 CASE FILE IN TICRS

Nov. 05, 2002 REGISTERED-PRINCIPAL REGISTER

Aug. 15, 2002 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jun. 18, 2002 STATEMENT OF USE PROCESSING COMPLETE

May 15, 2002 USE AMENDMENT FILED

Jun. 18, 2002 DIVISIONAL PROCESSING COMPLETE

May 15, 2002 DIVISIONAL REQUEST RECEIVED

May 15, 2002 PAPER RECEIVED



Dec. 04, 2001 NOA MAILED - SOU REQUIRED FROM APPLICANT

Sep. 11, 2001 PUBLISHED FOR OPPOSITION

Aug. 22, 2001 NOTICE OF PUBLICATION

Jun. 18, 2001 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 11, 2001 EXAMINERS AMENDMENT MAILED

Apr. 16, 2001 CORRESPONDENCE RECEIVED IN LAW OFFICE

Oct. 23, 2000 NON-FINAL ACTION MAILED

Oct. 23, 2000 ASSIGNED TO EXAMINER 76427

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Nov. 05, 2012

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: May 29, 2012

Proceedings

Summary

Number of
Proceedings:

3

Type of Proceeding: Cancellation

Proceeding
Number:

92058358 Filing Date: Dec 02, 2013

Status: Terminated Status Date: Apr 03, 2014

Interlocutory
Attorney:

CHRISTEN M ENGLISH

Defendant

Name: VSI International Inc.

Correspondent
Address:

VSI INTERNATIONAL INC
3451 EXECUTIVE WAY
MIRAMAR FL UNITED STATES , 33025

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURAVISION Cancelled - Section 18 74153394 1670140

Plaintiff(s)

Name: Honda Motor Co., Ltd.

Correspondent
Address:

DYAN FINGUERRA-DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY UNITED STATES , 10036

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com , tmdocketing@pryorcashman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA Renewed 73497797 1407602

ACURA Renewed 73839426 1644580

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Renewed 76051025 2875172

 



ACURA Renewed 76047314 2514550

ACURA Renewed 76047331 2490387

ACURA Cancelled - Section 8 78510794 2964304

ACURA Registered 85902668 4414928

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA PRECISION TEAM Renewed 75064826 2080993

ACURA CARE Renewed 75482203 2365656

ACURA ADVANCE. Registered 85662208 4275799

ACURALINK Section 8 and 15 - Accepted and Acknowledged 76590599 3280308

ACURA CONCIERGE EXPERIENCE Registered 77781366 4384171

ACURA CONCIERGE Registered 77729037 4372757

ACURA FINANCIAL SERVICES Section 8 and 15 - Accepted and Acknowledged 77513688 3702836

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 02, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 12, 2013 Jan 21, 2014

3 PENDING, INSTITUTED Dec 12, 2013

4 UNDELIVERABLE MAIL Dec 24, 2013

5 PLS NOTICE OF INEFFECTIVE SERVICE Jan 02, 2014

6 SUSPENDED Jan 09, 2014

7 SERVICE BY PUBLICATION Feb 11, 2014

8 BD DECISION: GRANTED Mar 26, 2014

9 COMMR ORDER CANCELLING REG Apr 03, 2014

10 TERMINATED Apr 03, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91198504 Filing Date: May 14, 2013

Status: Terminated Status Date: Oct 30, 2013

Interlocutory
Attorney:

BENJAMIN U OKEKE

Defendant

Name: Vantium Capital, Inc. dba Acqura Loan Services

Correspondent
Address:

SHANNON W BATES
KLEMCHUK KUBASTA LLP
8150 N CENTRAL EXPRESSWAY, SUITE 1150
DALLAS TX UNITED STATES , 75206

Correspondent e-
mail:

ipdocketing@kk-llp.com , shannon.bates@kk-llp.com , roxana.sullivan@kk-llp.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACQURA Abandoned - After Inter-Partes Decision 77846200

Plaintiff(s)

Name: Honda Motor Co., Ltd.

Correspondent
Address:

LISA M MARTENS
FISH & RICHARDSON PC
PO BOX 1022
MINNEAPOLIS MN UNITED STATES , 55440-1022

Correspondent e-
mail:

tmdoctc@fr.com , hickey@fr.com , fletcher@fr.com , dylan-hyde@fr.com , enh@fr.com , alf@fr.com , adh@fr.com , azu@fr.com , uebbi

ng@fr.com , martens@fr.com , lmm

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA CARE Renewed 75482203 2365656

ACURA Renewed 73497797 1407602

ACURA ADVANTAGE Renewed 73646938 1484673



ACURA Renewed 73839426 1644580

ACURA PRECISION TEAM Renewed 75064826 2080993

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Renewed 76047331 2490387

ACURA Renewed 76047314 2514550

ACURA Renewed 76051025 2875172

A ACURA Cancelled - Section 8 78510770 2989794

A ACURA Cancelled - Section 8 78514771 2964305

ACURA Cancelled - Section 8 78510794 2964304

ACURA FINANCIAL SERVICES Section 8 and 15 - Accepted and Acknowledged 77513688 3702836

ACURA ADVANCE. Abandoned - No Statement Of Use Filed 77524601

ACURA CONCIERGE Registered 77729037 4372757

ACURA CONCIERGE EXPERIENCE Registered 77781366 4384171

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 07, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 07, 2011 Mar 19, 2011

3 PENDING, INSTITUTED Feb 07, 2011

4 ANSWER Mar 21, 2011

5 D'S MOTION TO DISMISS - RULE 12(B) Mar 21, 2011

6 SUSPENDED PENDING DISP OF OUTSTNDNG MOT Mar 24, 2011

7 P'S OPPOSITION/RESPONSE TO MOTION Apr 07, 2011

8 PROCEEDINGS RESUMED May 26, 2011

9 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Jul 24, 2011

10 EXTENSION OF TIME GRANTED Aug 03, 2011

11 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Aug 24, 2011

12 EXTENSION OF TIME GRANTED Sep 12, 2011

13 STIPULATION FOR AN EXTENSION OF TIME Jan 23, 2012

14 EXTENSION OF TIME GRANTED Feb 06, 2012

15 P'S MOT FOR EXTEN. OF TIME W/ CONSENT Feb 21, 2012

16 EXTENSION OF TIME GRANTED Feb 28, 2012

17 OPP'S NOTICE OF EXPERT WITNESS DISC Mar 21, 2012

18 BOARD'S COMMUNICATION Mar 30, 2012

19 P'S MOTION TO REOPEN DISCOVERY Sep 04, 2012

20 TRIAL DATES RESET Jan 16, 2013

21 CORRECTION TO BOARD`S ORDER Jan 24, 2013

22 P MOT FOR EXT W/ CONSENT Mar 05, 2013

23 EXTENSION OF TIME GRANTED Mar 27, 2013

24 P MOT FOR EXT W/ CONSENT May 14, 2013

25 EXTENSION OF TIME GRANTED Jul 01, 2013

26 P MOT FOR EXT W/O CONSENT Jul 15, 2013

27 P MOT FOR EXT W/O CONSENT Jul 15, 2013

28 EXTENSION OF TIME GRANTED Aug 19, 2013

29 W/DRAW OF APPLICATION Sep 24, 2013

30 BD DECISION: DISMISSED W/O PREJ Oct 30, 2013

31 TERMINATED Oct 30, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91190237 Filing Date: May 13, 2009

Status: Terminated Status Date: Jun 10, 2009

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Aki Habara Electric Corporation Pte Ltd.



Correspondent
Address:

BRENT E ROUTMAN
MERCHANT GOULD PC
PO BOX 2910
MINNEAPOLIS MN UNITED STATES , 55402 0910

Correspondent e-
mail:

broutman@merchantgould.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

AKIRA Cancellation Pending 79032692 4545571

Plaintiff(s)

Name: Honda Motor Co., Ltd. and American Honda Motor Co., Inc.

Correspondent
Address:

DYAN FINGUERRA DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY UNITED STATES , 10022

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA Renewed 73497797 1407602

ACURA Renewed 76051025 2875172

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Cancelled - Section 8 76050410 2882041

ACURA Renewed 73839426 1644580

ACURA Renewed 76047331 2490387

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA Renewed 76047314 2514550

A ACURA Cancelled - Section 8 78514771 2964305

ACURA Cancelled - Section 8 78510794 2964304

ACURA CARE Renewed 75482203 2365656

SELECT ADVANTAGE BY ACURA Cancelled - Section 8 75359794 2736925

ACURA PRECISION TEAM Renewed 75064826 2080993

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 13, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 15, 2009 Jun 24, 2009

3 PENDING, INSTITUTED May 15, 2009

4 NOTICE OF IRREGULARITY May 29, 2009

5 CHANGE OF CORRESPONDENCE ADDRESS Jun 03, 2009

6 ANSWER Jun 03, 2009

7 BD'S DECISION: DISMISSED W/O PREJUDICE Jun 10, 2009

8 TERMINATED Jun 10, 2009

9 EMAIL TRANSMITTED FROM IB Jun 11, 2009

10 EMAIL TRANSMITTED FROM IB Jun 11, 2009

11 OPPOSITION REINSTATED/ANSWER DUE 6/24/09/TRAIL DATES REMAIN AS SET Jun 11, 2009

12 D REQUEST FOR DISCOVERY CONFERENCE-PHONE Jul 14, 2009

13 TRIAL DATES REMAIN AS SET Jul 23, 2009

14 APPEARANCE Aug 20, 2009

15 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 03, 2009

16 SUSPENDED Sep 03, 2009

17 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Dec 02, 2009

18 SUSPENDED Dec 09, 2009

19 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Mar 09, 2010



20 SUSPENDED Mar 09, 2010

21 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 07, 2010

22 SUSPENDED Jun 07, 2010

23 APPEARANCE Jul 01, 2010

24 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 07, 2010

25 SUSPENDED Sep 07, 2010

26 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 03, 2010

27 SUSPENDED Dec 03, 2010

28 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 23, 2011

29 SUSPENDED Jul 05, 2011

30 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Mar 12, 2012

31 TRIAL DATES REMAIN AS PREVIOUSLY SET Mar 16, 2012

32 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Mar 30, 2012

33 SUSPENDED Apr 10, 2012

34 APPEARANCE Aug 30, 2012

35 CHANGE OF CORRESPONDENCE ADDRESS Aug 30, 2012

36 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Oct 01, 2012

37 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Oct 01, 2012

38 SUSPENDED Oct 05, 2012

39 STIP FOR EXT May 30, 2013

40 MOT TO AMEND APPLICATION Jul 24, 2013

41 MOT TO AMEND APPLICATION Aug 01, 2013

42 EXTENSION OF TIME GRANTED Aug 07, 2013

43 RESPONSE DUE 30 DAYS (DUE DATE) Nov 14, 2013 Dec 14, 2013

44 PROCEEDINGS RESUMED Feb 11, 2014

45 W/DRAW OF OPPOSITION Apr 15, 2014

46 BD DECISION: DISMISSED W/O PREJ May 06, 2014

47 BD DECISION: DISMISSED W/O PREJ May 06, 2014





 

Mark Information

Mark Literal
Elements:

ACURA

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Design Search
Code(s):

26.01.01 - Circles as carriers or as single line borders
26.01.02 - Circles, plain single line; Plain single line circles
26.17.12 - Angles (geometric); Chevrons

Related Properties Information

Claimed Ownership
of US

Registrations:

1407602, 1644580, 2080993, 2365656 and others

Child Of: 76051025

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: [ Leather bags,] umbrellas

International
Class(es):

018 - Primary Class U.S Class(es): 001, 002, 003, 022, 041

Class Status: ACTIVE

Basis: 1(a)

First Use: May 2001 Use in Commerce: May 2001

For: Clothing, namely t-shirts, shirts, hats, [ neckties, ] caps [, and leather belts ]

International
Class(es):

025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 1(a)

First Use: May 2001 Use in Commerce: May 2001

Generated on: This page was generated by TSDR on 2016-05-02 17:07:06 EDT

Mark: ACURA

US Serial Number: 75982584 Application Filing
Date:

May 12, 2000

US Registration
Number:

2675400 Registration Date: Jan. 14, 2003

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: Jan. 17, 2013

Publication Date: Sep. 11, 2001 Notice of
Allowance Date:

Dec. 04, 2001



Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co., Ltd.)

Owner Address: 1-1, 2-Chome Minami-Aoyama
Minato-ku, Tokyo 107
JAMAICA

Legal Entity Type: CORPORATION State or Country
Where Organized:

JAPAN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Mina I. Hamilton Docket Number: 21929-491

Attorney Primary
Email Address:

hamilton@lbbslaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Mina I. Hamilton
LEWIS BRISBOIS BISGAARD & SMITH LLP
221 NORTH FIGUEROA STREET
SUITE 1200
LOS ANGELES, CALIFORNIA 90012
UNITED STATES

Phone: 213 250 1800 Fax: 213 250 7900

Correspondent e-
mail:

hamilton@lbbslaw.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

David N. Makous

Prosecution History

Date Description
Proceeding
Number

Jan. 17, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Jan. 17, 2013 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 64591

Jan. 17, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 64591

Jan. 16, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 64591

Dec. 19, 2012 TEAS SECTION 8 & 9 RECEIVED

Nov. 18, 2008 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 70619

Nov. 03, 2008 ASSIGNED TO PARALEGAL 70619

Oct. 30, 2008 TEAS SECTION 8 & 15 RECEIVED

Oct. 06, 2008 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Oct. 06, 2008 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Oct. 06, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 21, 2008 NOTICE OF SUIT

Mar. 10, 2008 CASE FILE IN TICRS

Jan. 14, 2003 REGISTERED-PRINCIPAL REGISTER

Sep. 19, 2002 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Aug. 26, 2002 ASSIGNED TO EXAMINER 76427



Jun. 18, 2002 STATEMENT OF USE PROCESSING COMPLETE

May 15, 2002 USE AMENDMENT FILED

Jun. 18, 2002 DIVISIONAL PROCESSING COMPLETE

May 15, 2002 DIVISIONAL REQUEST RECEIVED

May 15, 2002 PAPER RECEIVED

Dec. 04, 2001 NOA MAILED - SOU REQUIRED FROM APPLICANT

Sep. 11, 2001 PUBLISHED FOR OPPOSITION

Aug. 22, 2001 NOTICE OF PUBLICATION

Jun. 18, 2001 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 11, 2001 EXAMINERS AMENDMENT MAILED

Apr. 16, 2001 CORRESPONDENCE RECEIVED IN LAW OFFICE

Oct. 23, 2000 NON-FINAL ACTION MAILED

Oct. 23, 2000 ASSIGNED TO EXAMINER 76427

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Jan. 14, 2013

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Jan. 17, 2013

Proceedings

Summary

Number of
Proceedings:

4

Type of Proceeding: Cancellation

Proceeding
Number:

92058358 Filing Date: Dec 02, 2013

Status: Terminated Status Date: Apr 03, 2014

Interlocutory
Attorney:

CHRISTEN M ENGLISH

Defendant

Name: VSI International Inc.

Correspondent
Address:

VSI INTERNATIONAL INC
3451 EXECUTIVE WAY
MIRAMAR FL , 33025
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURAVISION Cancelled - Section 18 74153394 1670140

Plaintiff(s)

Name: Honda Motor Co., Ltd.

Correspondent
Address:

DYAN FINGUERRA-DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY , 10036
UNITED STATES

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com , tmdocketing@pryorcashman.com

Associated marks

 



Mark Application Status
Serial
Number

Registration
Number

ACURA Renewed 73497797 1407602

ACURA Renewed 73839426 1644580

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Renewed 76051025 2875172

ACURA Renewed 76047314 2514550

ACURA Renewed 76047331 2490387

ACURA Cancelled - Section 8 78510794 2964304

ACURA Registered 85902668 4414928

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA PRECISION TEAM Renewed 75064826 2080993

ACURA CARE Renewed 75482203 2365656

ACURA ADVANCE. Registered 85662208 4275799

ACURALINK Section 8 and 15 - Accepted and Acknowledged 76590599 3280308

ACURA CONCIERGE EXPERIENCE Registered 77781366 4384171

ACURA CONCIERGE Registered 77729037 4372757

ACURA FINANCIAL SERVICES Section 8 and 15 - Accepted and Acknowledged 77513688 3702836

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 02, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 12, 2013 Jan 21, 2014

3 PENDING, INSTITUTED Dec 12, 2013

4 UNDELIVERABLE MAIL Dec 24, 2013

5 PLS NOTICE OF INEFFECTIVE SERVICE Jan 02, 2014

6 SUSPENDED Jan 09, 2014

7 SERVICE BY PUBLICATION Feb 11, 2014

8 BD DECISION: GRANTED Mar 26, 2014

9 COMMR ORDER CANCELLING REG Apr 03, 2014

10 TERMINATED Apr 03, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91198504 Filing Date: May 14, 2013

Status: Terminated Status Date: Oct 30, 2013

Interlocutory
Attorney:

BENJAMIN U OKEKE

Defendant

Name: Vantium Capital, Inc. dba Acqura Loan Services

Correspondent
Address:

SHANNON W BATES
KLEMCHUK KUBASTA LLP
8150 N CENTRAL EXPRESSWAY, SUITE 1150
DALLAS TX , 75206
UNITED STATES

Correspondent e-
mail:

ipdocketing@kk-llp.com , shannon.bates@kk-llp.com , roxana.sullivan@kk-llp.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACQURA Abandoned - After Inter-Partes Decision 77846200

Plaintiff(s)

Name: Honda Motor Co., Ltd.

Correspondent
Address:

LISA M MARTENS
FISH & RICHARDSON PC
PO BOX 1022
MINNEAPOLIS MN , 55440-1022
UNITED STATES



Correspondent e-
mail:

tmdoctc@fr.com , hickey@fr.com , fletcher@fr.com , dylan-hyde@fr.com , enh@fr.com , alf@fr.com , adh@fr.com , azu@fr.com , uebbi

ng@fr.com , martens@fr.com , lmm

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA CARE Renewed 75482203 2365656

ACURA Renewed 73497797 1407602

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA Renewed 73839426 1644580

ACURA PRECISION TEAM Renewed 75064826 2080993

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Renewed 76047331 2490387

ACURA Renewed 76047314 2514550

ACURA Renewed 76051025 2875172

A ACURA Cancelled - Section 8 78510770 2989794

A ACURA Cancelled - Section 8 78514771 2964305

ACURA Cancelled - Section 8 78510794 2964304

ACURA FINANCIAL SERVICES Section 8 and 15 - Accepted and Acknowledged 77513688 3702836

ACURA ADVANCE. Abandoned - No Statement Of Use Filed 77524601

ACURA CONCIERGE Registered 77729037 4372757

ACURA CONCIERGE EXPERIENCE Registered 77781366 4384171

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 07, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 07, 2011 Mar 19, 2011

3 PENDING, INSTITUTED Feb 07, 2011

4 ANSWER Mar 21, 2011

5 D'S MOTION TO DISMISS - RULE 12(B) Mar 21, 2011

6 SUSPENDED PENDING DISP OF OUTSTNDNG MOT Mar 24, 2011

7 P'S OPPOSITION/RESPONSE TO MOTION Apr 07, 2011

8 PROCEEDINGS RESUMED May 26, 2011

9 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Jul 24, 2011

10 EXTENSION OF TIME GRANTED Aug 03, 2011

11 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Aug 24, 2011

12 EXTENSION OF TIME GRANTED Sep 12, 2011

13 STIPULATION FOR AN EXTENSION OF TIME Jan 23, 2012

14 EXTENSION OF TIME GRANTED Feb 06, 2012

15 P'S MOT FOR EXTEN. OF TIME W/ CONSENT Feb 21, 2012

16 EXTENSION OF TIME GRANTED Feb 28, 2012

17 OPP'S NOTICE OF EXPERT WITNESS DISC Mar 21, 2012

18 BOARD'S COMMUNICATION Mar 30, 2012

19 P'S MOTION TO REOPEN DISCOVERY Sep 04, 2012

20 TRIAL DATES RESET Jan 16, 2013

21 CORRECTION TO BOARD`S ORDER Jan 24, 2013

22 P MOT FOR EXT W/ CONSENT Mar 05, 2013

23 EXTENSION OF TIME GRANTED Mar 27, 2013

24 P MOT FOR EXT W/ CONSENT May 14, 2013

25 EXTENSION OF TIME GRANTED Jul 01, 2013

26 P MOT FOR EXT W/O CONSENT Jul 15, 2013

27 P MOT FOR EXT W/O CONSENT Jul 15, 2013

28 EXTENSION OF TIME GRANTED Aug 19, 2013

29 W/DRAW OF APPLICATION Sep 24, 2013

30 BD DECISION: DISMISSED W/O PREJ Oct 30, 2013

31 TERMINATED Oct 30, 2013



Type of Proceeding: Opposition

Proceeding
Number:

91206568 Filing Date: Aug 14, 2012

Status: Terminated Status Date: Sep 13, 2012

Interlocutory
Attorney:

MICHAEL B ADLIN

Defendant

Name: Chongqing Changan Automobile Co., Ltd.

Correspondent
Address:

PERLA M KUHN
EDWARDS WILDMAN PALMER LLP
PO BOX 130
NEW YORK NY , 10150-0130
UNITED STATES

Correspondent e-
mail:

Trademark@edwardswildman.com , pkuhn@edwardswildman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

V Abandoned - After Inter-Partes Decision 85460712

Plaintiff(s)

Name: American Honda Motor Co., Inc.

Correspondent
Address:

DYAN FINGUERRA-DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY , 10036
UNITED STATES

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com , tmdocketing@pryorcashman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Renewed 74085469 1779621

ACURA Cancelled - Section 8 78510794 2964304

ACURA Renewed 76047314 2514550

ACURA Renewed 76051025 2875172

ACURA Renewed 75982584 2675400

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 14, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 15, 2012 Sep 24, 2012

3 PENDING, INSTITUTED Aug 15, 2012

4 WITHDRAWAL OF APPLICATION Sep 12, 2012

5 BOARD'S DECISION: SUSTAINED Sep 13, 2012

6 TERMINATED Sep 13, 2012

Type of Proceeding: Opposition

Proceeding
Number:

91190237 Filing Date: May 13, 2009

Status: Terminated Status Date: Jun 10, 2009

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Aki Habara Electric Corporation Pte Ltd.

Correspondent
Address:

BRENT E ROUTMAN
MERCHANT GOULD PC
PO BOX 2910
MINNEAPOLIS MN , 55402 0910
UNITED STATES

Correspondent e-
mail:

broutman@merchantgould.com



Associated marks

Mark Application Status
Serial
Number

Registration
Number

AKIRA Cancellation Pending 79032692 4545571

Plaintiff(s)

Name: Honda Motor Co., Ltd. and American Honda Motor Co., Inc.

Correspondent
Address:

DYAN FINGUERRA DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY , 10022
UNITED STATES

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA Renewed 73497797 1407602

ACURA Renewed 76051025 2875172

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Cancelled - Section 8 76050410 2882041

ACURA Renewed 73839426 1644580

ACURA Renewed 76047331 2490387

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA Renewed 76047314 2514550

A ACURA Cancelled - Section 8 78514771 2964305

ACURA Cancelled - Section 8 78510794 2964304

ACURA CARE Renewed 75482203 2365656

SELECT ADVANTAGE BY ACURA Cancelled - Section 8 75359794 2736925

ACURA PRECISION TEAM Renewed 75064826 2080993

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 13, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 15, 2009 Jun 24, 2009

3 PENDING, INSTITUTED May 15, 2009

4 NOTICE OF IRREGULARITY May 29, 2009

5 CHANGE OF CORRESPONDENCE ADDRESS Jun 03, 2009

6 ANSWER Jun 03, 2009

7 BD'S DECISION: DISMISSED W/O PREJUDICE Jun 10, 2009

8 TERMINATED Jun 10, 2009

9 EMAIL TRANSMITTED FROM IB Jun 11, 2009

10 EMAIL TRANSMITTED FROM IB Jun 11, 2009

11 OPPOSITION REINSTATED/ANSWER DUE 6/24/09/TRAIL DATES REMAIN AS SET Jun 11, 2009

12 D REQUEST FOR DISCOVERY CONFERENCE-PHONE Jul 14, 2009

13 TRIAL DATES REMAIN AS SET Jul 23, 2009

14 APPEARANCE Aug 20, 2009

15 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 03, 2009

16 SUSPENDED Sep 03, 2009

17 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Dec 02, 2009

18 SUSPENDED Dec 09, 2009

19 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Mar 09, 2010

20 SUSPENDED Mar 09, 2010

21 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 07, 2010

22 SUSPENDED Jun 07, 2010

23 APPEARANCE Jul 01, 2010

24 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 07, 2010



25 SUSPENDED Sep 07, 2010

26 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 03, 2010

27 SUSPENDED Dec 03, 2010

28 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 23, 2011

29 SUSPENDED Jul 05, 2011

30 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Mar 12, 2012

31 TRIAL DATES REMAIN AS PREVIOUSLY SET Mar 16, 2012

32 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Mar 30, 2012

33 SUSPENDED Apr 10, 2012

34 APPEARANCE Aug 30, 2012

35 CHANGE OF CORRESPONDENCE ADDRESS Aug 30, 2012

36 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Oct 01, 2012

37 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Oct 01, 2012

38 SUSPENDED Oct 05, 2012

39 STIP FOR EXT May 30, 2013

40 MOT TO AMEND APPLICATION Jul 24, 2013

41 MOT TO AMEND APPLICATION Aug 01, 2013

42 EXTENSION OF TIME GRANTED Aug 07, 2013

43 RESPONSE DUE 30 DAYS (DUE DATE) Nov 14, 2013 Dec 14, 2013

44 PROCEEDINGS RESUMED Feb 11, 2014

45 W/DRAW OF OPPOSITION Apr 15, 2014

46 BD DECISION: DISMISSED W/O PREJ May 06, 2014

47 BD DECISION: DISMISSED W/O PREJ May 06, 2014





 

Mark Information

Mark Literal
Elements:

ACURA

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Design Search
Code(s):

26.01.01 - Circles as carriers or as single line borders
26.17.12 - Angles (geometric); Chevrons
27.03.01 - Geometric figures forming letters, numerals or punctuation

Related Properties Information

Claimed Ownership
of US

Registrations:

1407602, 1644580, 2080993, 2365656 and others

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: business consultation provided to automobile dealers; providing consumer product information via the Internet; providing dealership
support information to sales and management staff via the Internet, specifically, marketing bulletins and press releases

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2000 Use in Commerce: Feb. 2000

For: Providing dealership support information to service and management staff via the Internet, specifically, service bulletins

International
Class(es):

037 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2000 Use in Commerce: Feb. 2000

For: Computer-based training classes in the field of automobile sales, service, and management

International 041 - Primary Class U.S Class(es): 100, 101, 107

Generated on: This page was generated by TSDR on 2016-05-02 17:08:47 EDT

Mark: ACURA

US Serial Number: 76047314 Application Filing
Date:

May 12, 2000

US Registration
Number:

2514550 Registration Date: Dec. 04, 2001

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Jul. 27, 2011

Publication Date: Sep. 11, 2001



Class(es):

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2000 Use in Commerce: Feb. 2000

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Honda Giken Kogyo Kabushiki Kaisha (Honda Motor Co., Ltd.)

Owner Address: 1-1, 2-Chome-Minami-Aoyama
Minato-Ku, Tokyo 107
JAPAN

Legal Entity Type: CORPORATION State or Country
Where Organized:

JAPAN

Attorney/Correspondence Information

Attorney of Record

Attorney Name: David N. Makous Docket Number: 21929-400

Attorney Primary
Email Address:

makous@lbbslaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

David N. Makous
LEWIS BRISBOIS BISGAARD & SMITH LLP
221 North Figueroa Street
Suite 1200
LOS ANGELES, CALIFORNIA 90012
UNITED STATES

Phone: 213 250 1800 Fax: 213 250 7900

Correspondent e-
mail:

makous@lbbslaw.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

David N. Makous

Prosecution History

Date Description
Proceeding
Number

Jul. 27, 2011 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 75184

Jul. 27, 2011 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jul. 08, 2011 TEAS SECTION 8 & 9 RECEIVED

Mar. 10, 2010 NOTICE OF SUIT

Dec. 02, 2008 NOTICE OF DESIGN SEARCH CODE MAILED

Jun. 11, 2008 NOTICE OF SUIT

Mar. 05, 2007 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 75184

Mar. 05, 2007 ASSIGNED TO PARALEGAL 75184

Jan. 16, 2007 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Jan. 16, 2007 TEAS SECTION 8 & 15 RECEIVED

Jan. 03, 2007 CASE FILE IN TICRS



Nov. 15, 2006 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Dec. 04, 2001 REGISTERED-PRINCIPAL REGISTER

Sep. 11, 2001 PUBLISHED FOR OPPOSITION

Aug. 22, 2001 NOTICE OF PUBLICATION

Jun. 18, 2001 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 11, 2001 EXAMINERS AMENDMENT MAILED

Apr. 16, 2001 CORRESPONDENCE RECEIVED IN LAW OFFICE

Oct. 23, 2000 NON-FINAL ACTION MAILED

Oct. 23, 2000 ASSIGNED TO EXAMINER 76427

Oct. 19, 2000 ASSIGNED TO EXAMINER 76427

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Dec. 04, 2011

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Jul. 27, 2011

Proceedings

Summary

Number of
Proceedings:

4

Type of Proceeding: Cancellation

Proceeding
Number:

92058358 Filing Date: Dec 02, 2013

Status: Terminated Status Date: Apr 03, 2014

Interlocutory
Attorney:

CHRISTEN M ENGLISH

Defendant

Name: VSI International Inc.

Correspondent
Address:

VSI INTERNATIONAL INC
3451 EXECUTIVE WAY
MIRAMAR FL , 33025
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURAVISION Cancelled - Section 18 74153394 1670140

Plaintiff(s)

Name: Honda Motor Co., Ltd.

Correspondent
Address:

DYAN FINGUERRA-DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY , 10036
UNITED STATES

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com , tmdocketing@pryorcashman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA Renewed 73497797 1407602

 



ACURA Renewed 73839426 1644580

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Renewed 76051025 2875172

ACURA Renewed 76047314 2514550

ACURA Renewed 76047331 2490387

ACURA Cancelled - Section 8 78510794 2964304

ACURA Registered 85902668 4414928

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA PRECISION TEAM Renewed 75064826 2080993

ACURA CARE Renewed 75482203 2365656

ACURA ADVANCE. Registered 85662208 4275799

ACURALINK Section 8 and 15 - Accepted and Acknowledged 76590599 3280308

ACURA CONCIERGE EXPERIENCE Registered 77781366 4384171

ACURA CONCIERGE Registered 77729037 4372757

ACURA FINANCIAL SERVICES Section 8 and 15 - Accepted and Acknowledged 77513688 3702836

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 02, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 12, 2013 Jan 21, 2014

3 PENDING, INSTITUTED Dec 12, 2013

4 UNDELIVERABLE MAIL Dec 24, 2013

5 PLS NOTICE OF INEFFECTIVE SERVICE Jan 02, 2014

6 SUSPENDED Jan 09, 2014

7 SERVICE BY PUBLICATION Feb 11, 2014

8 BD DECISION: GRANTED Mar 26, 2014

9 COMMR ORDER CANCELLING REG Apr 03, 2014

10 TERMINATED Apr 03, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91198504 Filing Date: May 14, 2013

Status: Terminated Status Date: Oct 30, 2013

Interlocutory
Attorney:

BENJAMIN U OKEKE

Defendant

Name: Vantium Capital, Inc. dba Acqura Loan Services

Correspondent
Address:

SHANNON W BATES
KLEMCHUK KUBASTA LLP
8150 N CENTRAL EXPRESSWAY, SUITE 1150
DALLAS TX , 75206
UNITED STATES

Correspondent e-
mail:

ipdocketing@kk-llp.com , shannon.bates@kk-llp.com , roxana.sullivan@kk-llp.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACQURA Abandoned - After Inter-Partes Decision 77846200

Plaintiff(s)

Name: Honda Motor Co., Ltd.

Correspondent
Address:

LISA M MARTENS
FISH & RICHARDSON PC
PO BOX 1022
MINNEAPOLIS MN , 55440-1022
UNITED STATES

Correspondent e-
mail:

tmdoctc@fr.com , hickey@fr.com , fletcher@fr.com , dylan-hyde@fr.com , enh@fr.com , alf@fr.com , adh@fr.com , azu@fr.com , uebbi

ng@fr.com , martens@fr.com , lmm

Associated marks



Mark Application Status
Serial
Number

Registration
Number

ACURA CARE Renewed 75482203 2365656

ACURA Renewed 73497797 1407602

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA Renewed 73839426 1644580

ACURA PRECISION TEAM Renewed 75064826 2080993

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Renewed 76047331 2490387

ACURA Renewed 76047314 2514550

ACURA Renewed 76051025 2875172

A ACURA Cancelled - Section 8 78510770 2989794

A ACURA Cancelled - Section 8 78514771 2964305

ACURA Cancelled - Section 8 78510794 2964304

ACURA FINANCIAL SERVICES Section 8 and 15 - Accepted and Acknowledged 77513688 3702836

ACURA ADVANCE. Abandoned - No Statement Of Use Filed 77524601

ACURA CONCIERGE Registered 77729037 4372757

ACURA CONCIERGE EXPERIENCE Registered 77781366 4384171

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Feb 07, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 07, 2011 Mar 19, 2011

3 PENDING, INSTITUTED Feb 07, 2011

4 ANSWER Mar 21, 2011

5 D'S MOTION TO DISMISS - RULE 12(B) Mar 21, 2011

6 SUSPENDED PENDING DISP OF OUTSTNDNG MOT Mar 24, 2011

7 P'S OPPOSITION/RESPONSE TO MOTION Apr 07, 2011

8 PROCEEDINGS RESUMED May 26, 2011

9 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Jul 24, 2011

10 EXTENSION OF TIME GRANTED Aug 03, 2011

11 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Aug 24, 2011

12 EXTENSION OF TIME GRANTED Sep 12, 2011

13 STIPULATION FOR AN EXTENSION OF TIME Jan 23, 2012

14 EXTENSION OF TIME GRANTED Feb 06, 2012

15 P'S MOT FOR EXTEN. OF TIME W/ CONSENT Feb 21, 2012

16 EXTENSION OF TIME GRANTED Feb 28, 2012

17 OPP'S NOTICE OF EXPERT WITNESS DISC Mar 21, 2012

18 BOARD'S COMMUNICATION Mar 30, 2012

19 P'S MOTION TO REOPEN DISCOVERY Sep 04, 2012

20 TRIAL DATES RESET Jan 16, 2013

21 CORRECTION TO BOARD`S ORDER Jan 24, 2013

22 P MOT FOR EXT W/ CONSENT Mar 05, 2013

23 EXTENSION OF TIME GRANTED Mar 27, 2013

24 P MOT FOR EXT W/ CONSENT May 14, 2013

25 EXTENSION OF TIME GRANTED Jul 01, 2013

26 P MOT FOR EXT W/O CONSENT Jul 15, 2013

27 P MOT FOR EXT W/O CONSENT Jul 15, 2013

28 EXTENSION OF TIME GRANTED Aug 19, 2013

29 W/DRAW OF APPLICATION Sep 24, 2013

30 BD DECISION: DISMISSED W/O PREJ Oct 30, 2013

31 TERMINATED Oct 30, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91206568 Filing Date: Aug 14, 2012



Status: Terminated Status Date: Sep 13, 2012

Interlocutory
Attorney:

MICHAEL B ADLIN

Defendant

Name: Chongqing Changan Automobile Co., Ltd.

Correspondent
Address:

PERLA M KUHN
EDWARDS WILDMAN PALMER LLP
PO BOX 130
NEW YORK NY , 10150-0130
UNITED STATES

Correspondent e-
mail:

Trademark@edwardswildman.com , pkuhn@edwardswildman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

V Abandoned - After Inter-Partes Decision 85460712

Plaintiff(s)

Name: American Honda Motor Co., Inc.

Correspondent
Address:

DYAN FINGUERRA-DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY , 10036
UNITED STATES

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com , tmdocketing@pryorcashman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

Renewed 74085469 1779621

ACURA Cancelled - Section 8 78510794 2964304

ACURA Renewed 76047314 2514550

ACURA Renewed 76051025 2875172

ACURA Renewed 75982584 2675400

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 14, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 15, 2012 Sep 24, 2012

3 PENDING, INSTITUTED Aug 15, 2012

4 WITHDRAWAL OF APPLICATION Sep 12, 2012

5 BOARD'S DECISION: SUSTAINED Sep 13, 2012

6 TERMINATED Sep 13, 2012

Type of Proceeding: Opposition

Proceeding
Number:

91190237 Filing Date: May 13, 2009

Status: Terminated Status Date: Jun 10, 2009

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Aki Habara Electric Corporation Pte Ltd.

Correspondent
Address:

BRENT E ROUTMAN
MERCHANT GOULD PC
PO BOX 2910
MINNEAPOLIS MN , 55402 0910
UNITED STATES

Correspondent e-
mail:

broutman@merchantgould.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number



AKIRA Cancellation Pending 79032692 4545571

Plaintiff(s)

Name: Honda Motor Co., Ltd. and American Honda Motor Co., Inc.

Correspondent
Address:

DYAN FINGUERRA DUCHARME
PRYOR CASHMAN LLP
7 TIMES SQUARE
NEW YORK NY , 10022
UNITED STATES

Correspondent e-
mail:

dfinguerra-ducharme@pryorcashman.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ACURA Renewed 73497797 1407602

ACURA Renewed 76051025 2875172

ACURA Renewed 75982583 2646476

ACURA Renewed 75982584 2675400

ACURA Cancelled - Section 8 76050410 2882041

ACURA Renewed 73839426 1644580

ACURA Renewed 76047331 2490387

ACURA ADVANTAGE Renewed 73646938 1484673

ACURA Renewed 76047314 2514550

A ACURA Cancelled - Section 8 78514771 2964305

ACURA Cancelled - Section 8 78510794 2964304

ACURA CARE Renewed 75482203 2365656

SELECT ADVANTAGE BY ACURA Cancelled - Section 8 75359794 2736925

ACURA PRECISION TEAM Renewed 75064826 2080993

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 13, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 15, 2009 Jun 24, 2009

3 PENDING, INSTITUTED May 15, 2009

4 NOTICE OF IRREGULARITY May 29, 2009

5 CHANGE OF CORRESPONDENCE ADDRESS Jun 03, 2009

6 ANSWER Jun 03, 2009

7 BD'S DECISION: DISMISSED W/O PREJUDICE Jun 10, 2009

8 TERMINATED Jun 10, 2009

9 EMAIL TRANSMITTED FROM IB Jun 11, 2009

10 EMAIL TRANSMITTED FROM IB Jun 11, 2009

11 OPPOSITION REINSTATED/ANSWER DUE 6/24/09/TRAIL DATES REMAIN AS SET Jun 11, 2009

12 D REQUEST FOR DISCOVERY CONFERENCE-PHONE Jul 14, 2009

13 TRIAL DATES REMAIN AS SET Jul 23, 2009

14 APPEARANCE Aug 20, 2009

15 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 03, 2009

16 SUSPENDED Sep 03, 2009

17 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Dec 02, 2009

18 SUSPENDED Dec 09, 2009

19 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Mar 09, 2010

20 SUSPENDED Mar 09, 2010

21 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 07, 2010

22 SUSPENDED Jun 07, 2010

23 APPEARANCE Jul 01, 2010

24 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Sep 07, 2010

25 SUSPENDED Sep 07, 2010

26 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 03, 2010



27 SUSPENDED Dec 03, 2010

28 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 23, 2011

29 SUSPENDED Jul 05, 2011

30 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Mar 12, 2012

31 TRIAL DATES REMAIN AS PREVIOUSLY SET Mar 16, 2012

32 P'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Mar 30, 2012

33 SUSPENDED Apr 10, 2012

34 APPEARANCE Aug 30, 2012

35 CHANGE OF CORRESPONDENCE ADDRESS Aug 30, 2012

36 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Oct 01, 2012

37 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Oct 01, 2012

38 SUSPENDED Oct 05, 2012

39 STIP FOR EXT May 30, 2013

40 MOT TO AMEND APPLICATION Jul 24, 2013

41 MOT TO AMEND APPLICATION Aug 01, 2013

42 EXTENSION OF TIME GRANTED Aug 07, 2013

43 RESPONSE DUE 30 DAYS (DUE DATE) Nov 14, 2013 Dec 14, 2013

44 PROCEEDINGS RESUMED Feb 11, 2014

45 W/DRAW OF OPPOSITION Apr 15, 2014

46 BD DECISION: DISMISSED W/O PREJ May 06, 2014

47 BD DECISION: DISMISSED W/O PREJ May 06, 2014
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